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AppHcationNo. 08/819,669 Docket No.: NY.LUD 5253-US5-DIV^ . 

■Ainen<Mifiht da^ 
Reply to pfEccActi^ 

Pertinent case law on 35 U.S.C. § 102(f) in the context of ex parte prosecutioti is 
limited; however, it is cleax. In Ex parte Kusko. 215 USPQ 972 (PTO Bd. App. 1982), 
the Board held: 

"Where an apphcant by oath or declaratipii states that 
he is the sole inventor of a particular inventipn, stroigig. 
evidence is required to reach a contrary conclusion," 

Kusko at 974. The Board went on to hold that while 35 U.S,C. § 102(f) does not 
include references to dates of invention or relative timing: 

'"Nevertheless it is clear that most,^ if not all, 
deteriniiiations under § 102(f) involve the question of whetW 
one party derived an invention from another, and the relative 
dates of the events in question are important and axe 
considered in deciding such issues." 

With this framework in mind, it is submitted that the evidence does not establish 
that the currently named applicants did not invent the claimed invention. Rather, it 
establishes that they did. 

U.S; Patent No. 5^43,448, is ultimately a continuation in part of the subject 
application. See the priority claim, which ultimately refers back to PCT/US 92/043 54 
which is the parent of the current case. In other words, the disclosure of the *448 patent 
by definition differs from what is disclosed in the current application. A cursory review 
of the specification will confirm this. 

Indeed, the '448 patent does NOT profess to teach MAGE-1 per se. Please note 
c^lurnn 5, lines 26-30: ■ 

"The cell line MZZ-MEL3.1 described in, e.g., Van 
den Eynde, et al., Int. J. Cancer, 44:634-6400989) and in the 
parent application, cited supra, previouslv observed to express 
MAGE-r..," . ^ 
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R^ly to Office Action^^^^^ " ' ■ . '" . 'T . 

The -448 patent thus clearly contains an admission .that MAGE-l per se was 
known prior to the filing of the appUcatdon leading to the '448 patent. 

Also note the discussion within '448, at column 3, lines 28^35 describing Serial 
No. 08/807,443, which actually issued as U.S. Patent No. 5,342,774, NOT 5,842,774 as. 
presented. A copy of U.S. Pat^tNo. 5,342,774 is attached hereto for convenience. 

If Che observes the inventorship of 5,342,774. it will be^seen to be identical to that 
of the present application. It was filed on December 12, 1991, as compared to the.filing. 
date of Febmaiy 1, 1994, the parent of the '448 patent. It will also be seen that there is 
only one inventor in common between '448 (following correction), and '774. 

What will also be seen, most significantly is that SEQ ID NO; 8 of the present 
case is shared with 774, i.e., the same inventors, disclosed the same nucleic acid 
molecule, and the same amino acid sequence. 

Examples 1-34 are the same in the '774 patent, and the present application. These 
examples include disclosure relevant to MAGE- 1 . 

Compare this to the '448 patent, where no empirical data are shared with '774 and 
as noted, supra, the '448 patent expressly refers to MAGE-l as prior art. 

It is £dso noteworthy that, in examining the application leading to the '448 patent, 
the PTO cited as art the patent which issued from 08/807,043. While the patent number 
is given as 5,342,024, it is submitted that this is another USPTO printing error, as this 
refers to an 8/94 patent of Boon, et al., (5,342,774 issued on August 30, 1994). U.S. 
Patent KO. 5,342,024, is entitled an "Automatic flushing device for urinal," and issued to 
Kim. No other patents issued to an mventor Boon in August, 1994. Hence, the record 
establishes that the USPTO did not find the '774 patent to disclose the same invention as 
was claimed in the '448 patent. As applicants are claiming what is disclosed in '774 
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Rqply to OflBce j^on of 

(from which they claim priority), there cannot be a holding that the invention claimed 

.. ^ ^^^^ disclosed in '448. There has already been a determination that, 

they are NOT the sarae.. 

• MPEP 706.02(g), requires that proper inventorship be, presumed "unless there is 
proof that another or others made the invention." Indeed, Kusko. supra, requires strong 
evidence to reach a contrary conclusion. 

The Examiner has pointed to nothing within the '448 patent to rebut the 
presuinptibh. Undoixhtedly, the '448 patent references MAGE-1; however, this does not 
mean that the ihv^tors of the '448 patent invented what is now claimed. Similar 
disclostire in and of itself is insufficient. 

While Ex parte Nishioka, 1995 WL 1768442 (Bd. Pat. App. & Int.), does not have 
its analytical framework is helpful. A copy of Nishioka is attached.. 
Note that the Board notes that the lack of coextensive disclosure between . an application 
and a reference was relevant in its holding. As was pointed out, supra, there is no 
coextensive empirical disclosure between the current application and the '448 patent. 
One queries why the '448 patent was permitted to issue without a sequence listing if the 
invehtioh were MAGE- 1. Is it not a requirement that sequences of novel proteins and 
nucleic acid niolecules he presented in sequence listings? 

Clearly, the '448 patent was an advance relative to the j5rst disclosure of MAGE- 
1. The current application has priority claims, extending back to 1991!. It is entitled to. 
patentability. 

Should the Exaziiiiier not withdraw the 10'2(f) rejection and allow the application, 
an interview with the Group Director, and the Supervisory Primary Examiner is 
requested. 
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Amendmttif dated Novcn^ 2007 
. Reply to pmce AcUon of 6cto1?er 23, 2007 


Docket No.: NY-LUD 5253-US5-D]CV ■ 


Applicaat believes no fee is due with this response. However, if a fee is due, 
please charge our Deposit Account No. 50-0624, under Order No. NY-LUD 5253-US5- 
DIV (0988591 1) firom which the undersigned is authorized to draw. 


Dated; )| 


Respectfully submitted. 



Noiman D. Hanison 
Registration No.: 30,946 
FULBKJGHT & JAWORSKI L.L.P. 
666 Fifth Avenue 
New York, New York 10103 
(212)318-3000 
(212) 318-3400 (Fax) 
Attorney for Applicant 


Attachments: Copy of U.S. Patent No. 5,342,774 
: Cbpvof jsrishioka 
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• 1 995 WL 1768442 (Ba.Pa:^App:-& Ia^ " Page l 


j : 1995 WL 1768442 (Bd.Pat.App;. & Interf.) 

1 THIS OPINION WAS NOT WIUTTEN FOR PUBLIC- 

I ATION 
1 ■ 

i Board of Patent Appeals" attd lititcrfcrciices 

I PiUent and Trademark ;Offi 

\ . . BX P/gRTEKENH N^^ MCT^^TUR- 

I , ' ' AL-OBEmi 

^50t)ATE IOEFERBNCE AVAILABLE FOR THIS 

... DOCUMENT 

Kenneth D. Goodmajo 
Arnold, Whjte & Durkee 
%. P,0. Box 4433 

if Houston. TX 77210 

n ■ Before WINTERS and WILLIAM P. SMTIH 

ip'.- ■;■ . Ad^jaijaistfative-P^^teiit Judges;.. = 

'\ 

X McKELVEY 

I Senior Administrative Patent Judge. 

|. . WINTERS 

1 Administrative Patent Judge. 

i .. ■ ONBRIEF 

i; . . . DENTON ON APPFAL 

This appeal was taken from the:exanainer*s decision rc- 
. jectiqg cjaiixxs , j .thrpugh 6, vvhigh are. all of the claims in 
the application. 

Claim 1 is representative: 

LA jseptide selected from the group cotisisting of; 
... * . . \<^'^^o^ IP NO- I) 

and phatmaceutically acceptable salts thereof; 
and 

It;-:' cycio[thr-Lyii-PrQ-Ar^-AspJ (SEQ ID NQ. 2) 

I; ; and pharmaceutically acceptable salts thereof 


The references relied on by the examiner arc: 
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Chipens et al, (Chipens H) 4,434,095 j^eb. 28, 1984 

^^^^ 4,816,449 Mar. 28, 1989 


€> ;20'07 ThorasonAVest. No Claim to Orig. U.S. Govt. Works. 
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Stabinsky, Y., et al (Stabmsky), 'THE PHAGO- 
: . CYTOSTS STIMULATING PEPTIDE TUFTSIN: 

■ ■ FURTHER LOOK ' INTO STRUCTURE-FUNC- 
frON RELATIONSHIPS", Molecular & Cellular 
Biochemistiy, Voi. 30,m3,pp. 165-170(1980). 
Chipcns. GT. (Chipens I), '^ELONGATED AND 
CYCLIC ANALOGUES :OF TUFTSIN AND KI- 
CJN", Peptides, Proceedings of European Peptide^ 

'\ Symposiuro, 1 $th, pp;. 4451-459 (1981). 

SiemioR, LZ., et aU (Stemion), "Tuftsin analogs and 
their biological activity^,; Molecular and Cellular 
Biochemistry Vol. 41, pp. 99-111 (1981), 
Nikiforovicb, O.V., '^Biologically active conforma- 
tion of tuftsin'*, International Journal of Peptide 
Protein Research, Vol^S^p. 271-275 (19S4). 
O'Connor, S.D., et al-l^^^ (O'Connor) "Quenched 
Molecular Dynamics SimiiJations of Tuftsin and 
Proposed Cyclic Analogues" Journal of Medicinal 
Chemistry, Voi. 35, No. 15, pp. 2870-2SS1 (1992). 

The a^Dpeaied claims staiid rejected as follows: (1) 
Claims 1 , 2, 4 and 5 under 35 U>S.C. S IDS as unpat- 
entable over the combined disclosures of Chipens (I) 
and Nikiforovicb; (2) claims. 1, 3, 4 and 6 under ^ 
TLS.C. i!> if)3 as unpatenti^ble. oyer, the combined disr, 
closures of Chipens (I) and Hajm; (3) claims I, 2, 4 and 
5 under 35 XJ.S.C. 1 LO:i as unpatentable over Siemion 
Of Stabinsky, either of those . "primary references'' in 
view of Chipens (11); and (4) clainas I Uurough 3 under 
35 U.S. C. S 102ff) because applicants themselves did 
not invent the subject matter sought to be patented. 


.On consideration of.the. recp?-d^., we ?hall not sustain 
these rejections. ; 

*2 Having reviewed the Appeal Brief, .Reply Brief, and 
Examiner's Answer, we. conclude that the examiner's re- 
jectians under 35 U.S.C. S 10^ arc untenable" Each ap- 
pealed * claim recites ■ the pentapeptidc 
. cyciofThr-ty^-Prcf -A r^- GJyJ ' ; or 
cyclbfThr-Lys^Pro-Arg-'Asp] fiiUy cyclized . in a 
'*head-to-tair* manner, i,e,, by coupling the alpha-amino 
group "of theThr to the caxboxyl group of Gly or Asp. In 


our judgment, the only reason, suggestion, or motiva- 
tion to arrive at those cyclizedpentapeptides stems from 
appellants' specification.and not from the cited prior art. 
It follows, in our judgment, that the rejections under 35 
U.S.C. 6 103 are based on the impermissible use of 
hindsight and cannot .stand. The rejections under 35 
U.S.C S 103 are reversed . " 

\SECTTQN1Q2m " ' 


Claims 1 throiigh 3 Stand rejected because, according to 
the examiner, applicants themselves did not invent the 
subject matter sought to be patented. 35 U.S.C. S 
lS2i£l- In setting forth this rejection, the examiner (1) 
cites the O'Connor publication entitled "Quenched Mo- 
lecular Dynamics Simulations of Tuftsin and Proposed 
Cyclic Analogues"; and (2) tefets to O'Connor's de- 
scription of ctu£2 (cyc]o[Thr-Lys-Pro-Arg-Gly]) at page 
2878 second column and cmf4 

(cyclo[Thi--Lys-Pro-Arg-Asp]) at page 2879 second 
column. According to the examiner, the peptides recited 
in claims 1 through 3 are identically described in the 
O'Cotmor publication which is ' cb-autihorc^ two of 
the present inventors (Fajblad Al-Obcidi and Mont- 
gomery Pettitt) two Others. The_ exaniiner_argues 
that this set of facts *'raises a question of 'inventorship" 
and that, in the absence of a satisfactory showing, it is 
unclear whether "the inventorship of the application has 
been properly designated*'. See the' Examiner's Answer,' 
page 4. "We disagree. 

On this record, the^'ex.ajpfunef.ha5,;not.-C$tablisbed.that.an-^. , 
otheir invehfive entity cohceive^d thc mveiitibh 
1 through 3 and cdmmurucated that iioLvention to appiic- . 
ants before July 22, 1992, the ft|mfi date of ft^ 
. application. Nor has the' examiner established that the 
original oath accompanying this application is incorrect. 

In the oflEice action mailed June I, 1993 (paper no. 8), 
page 3, the 'exaininer invites .attehtioii to Ihre Katz. 
F.2d 4gQ, 215 USFQ 14 (CL ^A I?? ? ) - The question 
arises whether we have an ambiguity respecting invent- 
orship created by the O'Connor publication, similar to 
the ambiguity found to exist in Katz. and, if so, whether 
this ambiguity shifts the burden of persuasion to aippiic- 


O 2007 ThomsonAVcst. No Claim to Orig. U.S.. Govt. Works. 
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ants 10 provide a satisfactory sJbowtng which would lead 
to a reasojiable conclusion that applicants are the joint 
inventors of tlic peptides recited m clamjs 1 through 3. 
"See lji_ri; Kat^^ 687 F.2d at 451 215 USPO Eit 18 where 
the court required a showing ajbove and beyond the ori- 
ginal oath accompaaying the Katz patent application. 
We answer U)es£ questiotjs iri~thc negative. 

*3 In Katz. the Ciaioraz^i et al. article was published be- 
fore applicant's effective filing date and the exanxbaer'S 
rejection was predicated on 35 U.S.C. 6 1Q2fav Here, 
the O'Connor article was published after applicants' fil- 
ing date and the rejection is predicated on S 
IQlfjP^ We siiall not pass on the question whether the 
analysis ^set forth ih JCat:^ in the context of a rejection 
under 35 X)S.C[ ^ ]02(&) applies to a fact situation 
arising under 3.5 IJ.S.C. ^ 102ffl . Assuming arguendo, 
without deciding^ that the Katz analysis is here applic- 
able, nevertheless, this case is distinguishable on its' 
facts. 

As correctly pointed out by applicants (Appeal Brief, 
page 4), O'Coininor does hot disclose how to prepare the 
, ,pep]tides;ctuf2' bj' ctuf4..>^or dp"^^^^ P'Cbnn6r!.disc|ose any 
experiinenta! data respecting the biological activity of 
those peptides. Compare the instant specification, pages 
4 through 12, describing the preparation of 
cyclo[Thr-Lyii-Pro-Arg-Gfy] and 
cychfThr-Lyy-Prp-Arg-AspJ and further describing the 
details of a Phagocytosis Assay, a Thymidine Bicorpor- 
ation Assay, and a Tumor cell Cytotoxicity Assay and 
the results of those assays using tuftsin and 
cyclo[Thr-Ly6-Pro-Arg-Qly]. It can be seen that the 
content of the O'Contiof publication with respect to the 
details of preparing and testing^ these two peptides is usil 
coextensive with the content of the instant application. 

On these facts, which differ from those in Katz> 
we hold that co-authorship of the O'Connor pubhcation 
by two. of the .pxes.ent inventojs, (Fahad Al-Obeidi and 
, Montgomery Petti tt) flijd^two x>thers is npt inconsistent 
with the named inventors in the instant application. Co- 
authorsHip does not raise a presumption of inventorship 
.with.respect to, .the. peptides ctu£2.and ctuf4 disclosed in 
the "publicaHoiT does .co-aiifh'or-ship here create an 
ambiguity Which would shift the burden of persuasion 
to applicants, to reaver inventojrsliip in the face of a re- 


jection under 3LLL&ilJJii2iil- 

The rejection of claims 1 through 3 under 35 U.S.C. 6 
302rfi is reversed, 

CONCLUSTON 


In conclusion. for .the. reasons set. forth in the body of- 
this opinion, the examiner's decision rejecting claims 1 
through ^ is reversed. 

REVERSED 

BOARD 07 PATENT APPEAtS AND INTERPER- 
ENCES 


SHERMAN D- WINTERS 

Administrative Patent Judge 

WILLIAM F. SMITH 

Admins trative Patent Judge 

FRED E. McKELVEY 

Senior Administrative Patent Judge 

FNl . Application for patent filed July 22, 1992. 

FN2. O'Connor does not constitute .a "prior , art" refer- 
ence because it was. published two .days after. the filing, 
date of application no. 07/918,588, the application on 
appeal. 

In Katz. 687 f.2d at 453. 215 USPO at 16, the 
court quoted jfrom the Board opkuon under review and 
did not disturb the Board's finding that **[t]he Chiorazzi 
et al article, as pointed out by the examiner and as ac- 
knowledged by appellant^ fully describes the presently 
claimed therapeutic immunosuppressive agent and the 
method of preparing same." 

1995 WL 17.65442 .Od.Pat.App- &.Interf.) 
END OF DOCUMENT 


p 2007 ThiomsonAVest. No Claim tp Orig. U.S. Govt. Works. 


?PAGE 11/12 * RCVD AT 11/1912007 12:29:55 PM [Eastern Standard Time] * SVR:USPTO€FXRF-5/15 * DNI8:2738300 * CSID:2123183400 * DURATION (mm-ss):03-06 


